Legal and Institutional IP Framework by Janssens, Marie-Christine
The legal and institutional 
framework of European 
intellectual property law
Prof. Marie-Christine Janssens
University Leuven, Belgium
ERA
TRIER  27 June 2016
Outline 
 Introduction
 General International IP Treaties
 Copyright and related rights
 International treaties 
 EU legal framework
 Trademark Law
 International treaties
 EU Framework
 Patent Law
 International treaties
 EU Framework
2
Prof. M-C Janssens 3
Grant of 
exclusive rights 
relating to 
Inventions; 
literary and 
artistic works 
Symbols, 
names and 
images used in 
commerce. 
4Copyright
Copyright.ss.
Neighbouring 
rights
Computer
programs
Databases
Industrial 
property rights
patents
Trade marks
designs
Plant breeders’ 
rights
Topographies
Geographical 
denominations
Intellectual property is divided into two 
categories
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IPR : an exception to the principle of 
economic freedom
 Obstacles in interest 
of society: “response to 
scarcity”
 To incentivize and 
reward investment into 
creation and innovation
Industrial & technological 
progress and/or cultural 
societal welfare
[TM?: ensure fair 
competition & protect 
consumers against 
confusion]
 Permanent state of 
tension with competition 
laws
Exclusive 
rights with 
limited duration
Public domain
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Common features of IPRs
 Exclusivity
 Right to prohibit (rather than a monopoly right)
 Restrictive of competition
 Territoriality
 Scope of rights confined to national boundaries
 Possibility to exclude foreigners from the benefits granted to nationals
 Requirement of registration (exc. Copyright)
 Intangible (immaterial) Subject matter
 Own economic value 
 Value = independent from (property in) tangible embodiment
 Rights are negotiable (assign, license, ...)
 Independence of each other
 Some exceptions (e.g. no TM for shapes with technical function) 
 Minimum threshold exceeding the ordinary
 Requirement of originality / novelty / distinctiveness
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Copyright is a legal term used to describe the rights that 
creators have over their literary and artistic works. Works 
covered by copyright range from books, music, paintings, 
sculpture and films, to computer programs, databases, 
advertisements, maps and technical drawings.
A patent is an exclusive right granted for an invention. 
Generally speaking, a patent provides the patent owner with 
the right to decide how - or whether - the invention can be 
used by others. In exchange for this right, the patent owner 
makes technical information about the invention publicly 
available in the published patent document.
A trademark is a sign capable of distinguishing the goods or 
services of one enterprise from those of other enterprises. 
Trademarks date back to ancient times when craftsmen used 
to put their signature or "mark" on their products.
Main types of intellectual property
7source : www.wipo.org
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An industrial design constitutes the ornamental or 
aesthetic aspect of an article. A design may consist 
of three-dimensional features, such as the shape or 
surface of an article, or of two-dimensional 
features, such as patterns, lines or color.
Geographical indications and appellations of 
origin are signs used on goods that have a specific 
geographical origin and possess qualities, a 
reputation or characteristics that are essentially 
attributable to that place of origin. Most commonly, 
a geographical indication includes the name of the 
place of origin of the goods.
Types of intellectual property
source : www.wipo.org
source : www.wipo.org
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 EU Legislation ... almost
 November 2013: Proposal Directive
 14 March 2016: the European Parliament adopted its report 
on the Commission's proposal
 27 May 2016: Approval by Council
 Goals
 align existing laws & civil sanctions against the 
misappropriation of trade secrets across the EU
 Harmonised definition ‘Trade secret’ means information 
which meets all of the following requirements: 
 (a) it is secret in the sense that it is not, as a body or in the precise 
configuration and assembly of its components, generally known 
among or readily accessible to persons within the circles that 
normally deal with the kind of information in question; 
 (b) it has commercial value because it is secret; 
 (c) it has been subject to reasonable steps under the 
circumstances, by the person lawfully in control of the information, 
to keep it secret;
+ Trade Secret Protection
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IPRs in practice
(combinatorial approach)
Trade marks:
• Made by "Nokia"
• Product "N95"
• Software "Symbian", "Java“
•…
Patents:
• Data-processing methods
• Semiconductor circuits
• Chemical compounds
• …
Copyrights:
• Software code
• Instruction manual
• Ringtone
• …
•Trade secrets:
• ?
Designs (some of them registered):
• Form of overall phone
• Arrangement of buttons in oval shape
• Three-dimensional wave form of 
buttons
• …
© Nokia
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International 
legal framework
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Main actors
WIPO WTO
World Intellectual Property Organization
Convention Stockholm 1967
• Origins go back to oldest IP agreements Paris (1883) & Bern (1886)
• Two international secretariats in Berne
• United in 1893  BIRPI
• WIPO is successor to BIRPI
'Specialized' agency of United Nationas
• Since 1974
Currently (June 2016) : 188 member states 
• = + 95 % of the countries in the world


Main Treaties
WIPO
Paris 1883
Bern 1886
WTO
TRIPs 
1984
National 
Treat
ment
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National Treatment Principle
Foreigners enjoy same rights
• Nationals of party countries
• Nationals of non-party countries (if)
• Domicile in a member country
• Real and effective industrial or commercial establishment in MC
Exception 
• Reservation for national rules relating to judicial and administrative 
procedure, to jurisdiction and to requirements of representation.
National 
Treat
ment
Minimum
Rules of
Substan
tive
Law
+ Most
Favoured
Nation in 
TRIPs
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TRIPS
Agreement on Trade-Related Aspects of 
Intellectual Property Rights
Annex 1C – WTO Agreement 15 April 1994
 Former GATT  no interest in IPR!
Why was TRIPS concluded? 
 Shift in economy  ‘knowledge economy’
 Focus of competition in trade is on quality and design 
of products/services rather than on the commodities 
themselves
 IPRs had become a global political issue
 Internet was not even at stake !
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TRIPS : Structure and contents
I. General provisions & basic principles
II. Substantive provisions 
III. Enforcement rules (civil, criminal & customs)
IV. Principles re: procedures for acquisition and
maintenance
V. Dispute settlement system
 Existing conventions on IPR (art. 2)
 National treatment (art. 3)
 Treating one’s own nationals and foreigners equally
 Most-favoured-nation treatment (art. 4)
 Equal treatment for nationals of all trading partners of the WTO
Patents
Copyrights 
and other 
related 
rights
Geographical 
indications
Industrial 
designs
Trade
marks
Layout design 
of integrated 
circuits
Undisclosed 
information 
including 
trade secrets

NOTE ‘Direct effect’
WIPO
• Paris, Bern, ...
TRIPs
• CJEU 14 December 
2000, Dior/Tuk; 
• CJEU 16 November 
2004, Anheuser-
Busch/Budějovický 
Budvar, C-245/02
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Scope of copyright
Copyright 
sensu stricto
(literary & 
artistic 
works)
Related/
neighbouring 
rights
Computer
programs
Database 
right (EU
Techno-
logical 
Measures
Justification – Aim (rationale)
• Copyright = > cultural and social objective
• Industrial rights  economic, technological objective
• Two legal conceptions : Anglo-Saxon  Continental
Coming into existence of right
• Copyright : automatically, merely by the act of creating, without 
any formality
• Other IPRs : system of registration (Exc. Unregistered design)
Scope of application
• Non-economic use /use for private purposes is within the © realm
• Limitations/Exceptions to exclusive rights play much greater role 
in © law
Moral (Personality) rights 
• Significant impact in continental systems
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WIPO administered treaties 
‘Mother’ Treaties
• Bern Convention 1883  ....  1971
• Rome Convention 1961
(follow-up in) Internet Treaties December 1996 (p. 32)
• WCT (Wipo Copyright Treaty)
• WPPT (Wipo Performers and Producers Treaty)
Recently signed - Not yet in force
• Beijing Treaty on Audiovisual Performances 4 June 2012
• June 2015 (7 ratifications)
• Marrakesh Treaty to Facilitate Access to Published Works for Persons who 
are Blind, Visually Impaired, or otherwise Print Disabled 27 June 2013
• June 2016 (14 ratifications)
• Not yet EU : dispute over competence (exclusive or mixed competence
?)
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UNESCO
• Universal Copyright Convention 
(1952)
W T O
• Agreement on Trade-Related 
Aspects of Intellectual Property
rights (TRIPS-1994)
Other Treaties
Berne Convention
(‘mother’ of copyright treaties)
June 2016 : 171 countries
33
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Berne Convention - Main Provisions
Principle of National Treatment
Minimum provisions of 
substantive law (artt. 1-21)
• General Assembly
• Executive Committee
• Secretariat  WIPO
Provisions re administration & 
structure
National Treatment
In member 
countries
= national treatment 
+ Berne rights (= 
minimum rights)
In 'country of 
origin', 
however
 only
protection
domestic law
= country of 
‘first 
publication’ 
art. 5 (4)
Rules are 
subject to
exceptions
e.g. art. 2 (7) ; 
art. 7 (8)
E.g. cumul
copyright & 
design law; 
term of 
protection 
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Harmonisation
initiated in 1988 
• Green Paper (many 
to follow)
Step-by- step 
approach
• 8 vertical 
directives
• 1 horizontal 
directive
Result is
• strong “acquis” 
• changed national 
© environment
• far from complete
EU harmonization Review of the past
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Harmonization of copyright law
European 
legislator
9 directives
European 
Court of 
Justice
creative
interpretation
of directives
Multiplier effect 
of decisions in 
MS
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Enforcement Directive 
2004/48/EC
E-Commerce 
Directive 2000/31
Instruments on the
protection of personal 
data & protection of 
privacy
The EU Charter of 
Fundamental Rights
(2000)
Other legal Instruments
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1998-
2001
• InfoSoc 
Directive
2003
• release of 
WordPress
2004
• creation of 
YouTube
2005
• creation of 
Facebook
2006
• Launch of 
Twitter
Copyright rules & current challenges
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 Many policy papers, e.a.
 2014: Public Consultation on the review of the EU copyright rules
 Communication A Digital Single Market Strategy for Europe 
(2015), adopted 6 May 2015 (COM(2015) 192 final)
 9 December 2015
 COMMUNICATION 9 December 2015: Towards a modern, more 
European copyright framework
 Proposal for a REGULATION on ensuring the cross-border 
portability of online content services in the internal market
 More consulatations
 E.a. enforcement, liability of intermediaries, freedom of panorama, 
a new neighbouring right for (press) publishers
 Proposal for a Copyright Directive end 2016 ?
Recent initiatives to modernize 
copyright
Trademark law
Talking about economic value ...
48
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International Agreements
Substantive 
law treaties
Paris 
Convention
TRIPs 
Agreement
Registration 
treaties
Madrid 
System
Nice 
Agreement
Other treaties
Trademark Law Treaty
(Geneva 1994)
Singapore Treaty on 
the Law of Trade 
Marks (in effect 16 
March 2009)
• Registration procedures
Madrid Agreement for 
the Repression of 
False or Deceptive 
Indications of Source 
on Goods (1891)
Trademark 
Registration Treaty 
(1973)
Lisbon Agreement for 
the Protection of 
Appellations of 
Origin (1966)
Nairobi Treaty on the 
Protection of the 
Olympic Symbol 
(1981)
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PARIS CONVENTION:
176 member countries
 Four main categories of provisions
 Setting up of an administrative framework (art. 1 + …)
 National treatment principle (art 2-3)
 Certain common rules of substantive law
 The right of priority (art. 4)
 On basis of regular application in one member country, 
applicants may within 6 months apply for protection in all the 
other member countries
• Assembly
• Executive Committee
• International Bureau (WIPO)
European Union: legal framework
Harmonisation
of national TM 
laws
Directive
1988/2008
/2015
Introduction
of uniform 
system
Regulation
1993/2009/
2015
Two complementary systems
One application and registration proceeding
One registration gives protection in whole of EU
(unitary character)
Linked to the international registration system
XAlicante
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Trademark package 2015
 Comprehensive evaluation in 2009
 Goal: ensure that TMs enjoy the same protection 
under the legal systems of all the MS
 New Instruments December 2015
 Directive : implementation deadline 14 Jan. 2019  (14 
Jan. 2023)
 Extent approximation to other aspects of substantive TM law 
 + approximate principal procedural rules in MS (Examination, 
opposition, revocation, ...) in line with EU system
 Regulation: directly applicable 23 March 2016 (1 okt. 
2017)
 Modernize + Adjust to established case law CJEU
 New Governance system
Patent Law
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Legislative 
framework
International
• Paris - TRIPs
• PCT
• European Patent 
Convention
European Union
• Biotech-directive
• Unitary Patent
National
• Patent Act
Prof. M-C Janssens 58
PCT: assists applicants in seeking 
patent protection internationally for 
their inventions in 149 states
58

European Patent Convention (EPC)
Multilateral treaty
 38 members
 2 extension states
 1 validation state
 Instituting the European Patent Organisation
 EPO
Providing an autonomous legal system 
according to which European patents
are granted
 To be validated in individual states
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‘Patent Package’ 2012 – 2 pieces
Regulation 1257/2012 implementing 
enhanced cooperation in the area of the 
creation of unitary patent protection
Regulation (EU) No 1260/2012 of 17 December 
2012 implementing enhanced cooperation in 
the area of the creation of unitary patent 
protection with regard to the applicable 
translation arrangements,
Agreement of 19 February 2013, 2013/C 
175/01 on the Unified Patent Court (UPC-
agreement”)
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Application 
& grant
procedure 
(substantive
examination)
GRANT Make 
choice
Classic 
European 
Patent
‘Bundle patent’ 
in designated
countries
Unitary
Patent
Unitary effect 
in 2? countries
Unitary Patent

European Union – horizontal
(implementation Chapter III TRIPs) 
Customs 
Regulation 
608/2013 of 12 
June 2013 
Enforcement 
Directive 2004/48 
of 29 April 20014
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Thank you for your 
attention
